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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

2. The examiner has considered the references listed in the Information Disclosure 
Statements (IDS) submitted on 11/19/2001, 1/28/04 and 2/5/2005 (see attached PTO- 
1449). 

Drawings 

3. The drawings are objected to because of the misspelling of the word "editing" in 
Fig. 6, reference step S2. 

Furthermore, the drawings are objected to as failing to comply with 37 CFR 
1 .84(p)(5) because they include the following reference character(s) not mentioned in 
the description: references 16, 17, 18, 19 and 110 in Fig. 8, references d1 1 , d12, d13 and 
d14 in Fig. 9, reference b14 in Fig. 10, reference a32 in Fig. 11, reference a10 in Fig. 
14, references d11, d12, d13, d14 and 116 in Fig. 18 and 19, and references 11, 12, 13, 14 
and 15 in Fig. 21. 

Furthermore, the drawings are objected to as failing to comply with 37 
CFR 1.84(p)(4) because reference character "a21" has been used to designate both 
staple display area and punch icon display area. 
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Furthermore, the drawings are objected to under 37 CFR 1.83(a) because they 
fail to show the "sidewise" radio button selected in document orientation selection area 
a2 in Fig. 8 as described in the specification (pg. 15, lines 5 - 8). Any structural detail 
that is essential for a proper understanding of the disclosed invention should be shown 
in the drawing. MPEP § 608.02(d). Corrected drawing sheets in compliance with 37 
CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Specification 

4. The disclosure is objected to as failing to comply with 37 CFR 1.84(p)(5) because 
they do not include the following reference signs mentioned in the description: 
references print system 1 (see specification, pg. 6, line 16 -17), print function setting 
screen of printer driver No. 1 (pg. 13, line 4), printing function setting screen of the 
printer driver No. 2 (pg. 13, line 10), radio button d1 (pg. 16, line 21), radio button d4 
(pg. 16, line 25), variable power designation area a21 (pg. 18, line 4), magnification 
selection area a22 (pg. 18, line 7), punch icon display area a4 (pg. 19, line 9), icon I25 
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(pg. 23, line 13), radio button d2 (pg. 25, line 13), icon 121 (pg. 25, line 17), name input 
area a41 (pg. 26, line 25), comment input area (pg. 27, line 2). Corrected drawing 
sheets in compliance with 37 CFR 1 .121(d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the disclosure will not be held in abeyance. 
Appropriate correction is required. 

Claim Objections 

5. The following quotation of 37 CFR 1 .75(a) is the basis of the objection: 

(a) The specification must conclude with a claim particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention or discovery. 

Claim 2-5 and 9-12 are objected to under 37 CFR 1 .75(a) as failing to 
particularly point out and distinctly claim the subject matter which the applicant regards 
as his invention or discovery. 

Claim 2 recites the limitation "a plurality of printing functions" in line 4 of the claim 
after the limitation "a plurality of printing functions" was claimed in line 6 of the 
independent claim. The applicant has failed to particularly point out and distinctly claim 
if the applicant is referring to the same, instant "plurality of printing functions" or a 
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unique and distinctly different "plurality of printing functions" within the claim. All claims 
dependent upon this claim suffer the same deficiency and, therefore, are objected to as 
well. 

Claim 5 recites the limitation "to prepare a symbol" in line 7 of the claim after the 
limitation "a symbol" prepared by a symbol preparation unit was claimed in line 9 of the 
independent claim. The applicant has failed to particularly point out and distinctly claim 
if the applicant is referring to the same, instant "prepared symbol" or a unique and 
distinctly different "prepared symbol" within the claim. 

Claim 9 recites the limitation "a plurality of printing functions" in line 5 of the claim 
after the limitation "a plurality of printing functions" was claimed in line 9 of the 
independent claim. The applicant has failed to particularly point out and distinctly claim 
if the applicant is referring to the same, instant "plurality of printing functions" or a 
unique and distinctly different "plurality of printing functions" within the claim. All claims 
dependent upon this claim suffer the same deficiency and, therefore, are objected to as 
well. 

Claim 12 recites the limitation "preparing a symbol" in line 8 of the claim after the 
limitation "preparing a symbol" representing the selected printing function was claimed 
in line 8 of the independent claim. The applicant has failed to particularly point out and 
distinctly claim if the applicant is referring to the same, instant "preparing a symbol" or a 
unique and distinctly different "preparing a symbol" within the claim. 

Furthermore, the claim recites the limitation "a plurality of image data" in line 7 of 
the claim after the limitation "a plurality of image data" was claimed in line 4 of the 
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instant claim. The applicant has failed to particularly point out and distinctly claim if the 
applicant is referring to the same, instant "plurality of image data" or a unique and 
distinctly different "plurality of image data" within the claim. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 4, 5 and 11 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Referring to claims 4 and 11, it is unclear whether many symbols, claimed as a 
symbol group, are utilized to represent a single printing function or if each individual 
symbol represents a single printing function as claimed in the function of the printing 
function selection unit and the printing function selection step. 

Referring to claim 5, it is unclear whether the prepared symbol represents a 
plurality of printing functions or if the prepared symbol represents a single printing 
function as claimed in the function of the symbol preparation unit. 



8. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claim 15 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 15 is drawn to functional descriptive 
material NOT claimed as residing on a computer readable medium. MPEP 
2106.IV.B.1(a) (Functional Descriptive Material) states: 

"Data structures not claimed as embodied in a computer-readable medium are descriptive material per 
se and are not statutory because they are not capable of causing functional change in the computer." 

"Such claimed data structures do not define any structural or functional interrelationships between the 
data structure and other claimed aspects of the invention which permit the data structures' functionality 
to be realized." 

Claim 15, while defining a computer program for executing on a computer, does 
not define a "computer-readable medium" and is thus non-statutory for that reason. A 
computer program can range from paper on which the program is written, to a program 
simply contemplated and memorized by a person. The examiner suggests amending 
the claim to embody the program on "computer-readable medium" in order to make the 
claim statutory. 

"In contrast, a claimed computer-readable medium encoded with the data structure defines structural 
and functional interrelationships between the data structure and the computer software and hardware 
components which permit the data structure's functionality to be realized, and is thus statutory." - 
MPEP2106.IV.B.1(a) 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 1 . Claims 1-6,8-13, and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Evanitsky etal. (U.S. Patent No. 5,045,880). 

Referring to claim 1, Evanitsky et al. disclose an information processing device 
comprising a display unit (see Fig. 6, monitor 214) for displaying at least one display 
screen (see Fig. 6, video display screen 220), wherein said display screen includes a 
symbol display area (see Fig. 7, work selection area 240, column 8, lines 1 1 - 19, 36 - 
41, and column 9, lines 31 - 35), a symbol display control unit (see Fig. 3, user interface 
213) which displays a list of symbols, each representing a plurality of printing functions 
(see Fig. 23, folders 904, 906, 908, ... 920), in said symbol display area on said display 
screen (column 5, lines 29 - 34, column 7, lines 9-18, column 8, lines 6-19, column 
15, lines 6 - 53), a symbol selection unit (see Fig. 8, touch input system 226) which 
selects one symbol from the list of symbols display in said symbol display area (column 
8, lines 14- 19, column 9, lines 44-49, and column 10, lines 5- 18, 30-41), and a 
printing function setting unit which sets a plurality of printing functions represented by 
the symbol selected by said symbol selection unit (see Fig. 23, slots or folders 902 - 
920 and column 16, lines 12 - 54). 

Referring to claim 2, Evanitsky et al. disclose the device further comprising a 
printing function display control unit (see Fig. 3, user interface 213) which displays a 
plurality of printing functions in a printing function display area (see Fig. 10, icons 302, 
304, 306, ... 320 displayed in scorecard 270) on said display screen (column 7, lines 9 
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- 1 8, column 8, lines 36 - 41 , and column 8, lines 52 - 56 and column 1 1 , lines 22 - 
32), a printing function selection unit (see Fig. 8, touch input system 226) which selects 
at least one printing function displayed in said printing function display area (column 7, 
lines 9-18, column 8, lines 14-19, column 9, lines 44-49, column 10, lines 30-41 
and column 1 1 , lines 22 - 32), a symbol preparation unit (see Fig. 3, controller 1 14 in 
relation to user interface 213) which prepares a symbol representing the printing 
function selected by said printing function selection unit (column 7, lines 3 - 5), and a 
symbol registration unit (see Fig. 8, touch input system 226) which registers the printing 
function selected by said printing function selection unit in correlation with the symbol 
prepared by said symbol preparation unit (see Fig. 23, slots or folders 902 - 920, 
column 15, lines 6-53 and column 16, lines 12 - 54). 

Referring to claim 3, Evanitsky et al. ( disclose the device further comprising a 
symbol display unit (see Fig. 7, work selection area 240, column 8, lines 1 1 - 19, 36 - 
41 , and column 9, lines 31 - 35) which displays the symbol prepared by said symbol 
preparation unit in a prepared symbol display area on the display screen (see Fig. 23, 
slots or folders 902-920, column 15, lines 6 -53 and column 16, lines 12-54). 

Referring to claim 4, Evanitsky et al. disclose the device further wherein said 
printing function display control unit displays a symbol group (see Fig. 13, icons 308, 
310, 318, 320) representing a single printing function in said printing function display 
area (column 7, lines 9-18 and column 9, lines 31 - 34), and said printing function 
selection unit selects a plurality of symbols from the symbol group displayed in said 
printing function display area, to select the printing functions respectively represented 
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by said selected plurality of symbols (column 8, lines 6-11, 14-19, column 10, lines 
30-41 and column 1 1 , lines 22 - 32). Each of the icons, or symbols, in Fig. 1 3 is 
considered to represent a single printing function. 

Referring to claim 5, Evanitsky et al. disclose the device further comprising a 
memory unit (see Fig. 3, memory 115) which stores image data representing each 
printing function (column 7, lines 9-18 and column 8, lines 6 - 19), wherein said 
symbol preparation unit (see Fig. 3, controller 114 in relation to memory 115) combines 
the image data stored in said memory unit, representing the printing function selected 
by said printing function selection unit, to prepare a symbol (see Fig. 23, folders 904, 
906, 908, ... 920) representing a plurality of printing functions (column 15, lines 6 - 53). 
User interface 213 programs jobs that perform multiple printing functions represented by 
folders 904, 906, 908, ... 920, which are displayed as icons, pictograms, or otherwise 
image data. Memory 115 retains the job programming instructions, operating/control 
information, etc. such as the image data that represent the job programming instructions 
embodied by folders 904, 906, 908, ... 920 in Fig. 23, which perform jobs with multiple 
printing functions. 

Referring to claim 6, Evanitsky et al. disclose the device wherein the printing 
functions include a paper direction (see Fig. 20, OUTPUT icon 318, "landscaping staple" 
icon 556 and column 13, lines 30-43), a reversing function (see Fig. 15, SIDES 
IMAGED icon 310 and column 12, lines 45 - 51), an aggregation function (see Fig. 20, 
OUTPUT icon 318, COLLATED icon 540 and column 13, lines 30 - 43), a binding 
function (see Fig. 20, OUTPUT icon 318, "bind" icon 558 and column 13, lines 30-43), 
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a stapling function (see Fig. 20, OUTPUT icon 318, "1 staple" icon 552, "2 staples" icon 
554, and column 13, lines 30-43), a punching function (see Fig. 13, MAIN PAPER icon 
302, "drilled" icon 424 and column 11, line 67 -column 12, line 16), and a scaling 
function (see Fig. 14, REDUCE/ENLARGE icon 308 and column 12, lines 32 - 44). 

Referring to claims 8-13, respectively, the rationale provided in the rejection of 
claims 1 - 6, respectively, are incorporated herein. In addition, the apparatus of claims 
1-6 perform the method of claims 8-13. 

Referring to claim 15, the rational provided in rejection of claim 8 is incorporated 
herein. The program of instructions stored within memory (see Fig. 3, memory 115) and 
executed by a processor (see Fig. 3, controller 1 14) with within claim 15,. respectively, 
executes the program of instructions (column 18, lines 9 - 1 1) of claim 8, respectively. 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 7 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Evanitsky etal. (U.S. Patent No. 5,045,880) in view of Fitzpatrick etal. (U.S. 
Patent No. 5,608,860). 

Referring to claim 7, Evanitsky et al. disclose the device as discussed above but 
does not explicitly disclose the device further comprising a rearrangement instruction 
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unit which instructs rearrangement of symbols displayed in said symbol display area, 
and a rearrangement unit which arranges the symbols displayed in said symbol display 
area, in accordance with the rearrangement instructed by said rearrangement 
instruction unit. 

Fitzpatrick et al. disclose the device further comprising a rearrangement 
instruction unit (see Fig. 1 and Fig. 2, mouse controller 54 of computers 12 and 30) 
which instructs rearrangement of symbols displayed in said symbol display area 
(column 3, lines 5-21), and a rearrangement unit (see Fig. 1 , data processing system 
8) which arranges the symbols displayed in said symbol display area (see Fig. 3B, icons 
66 and 68 and group icon 69) in accordance with the rearrangement instructed by said 
rearrangement instruction unit (column 2, lines 37-9 and column 3, lines 52 - 57). 

Evanitsky and Fitzpatrick are combinable because they are both from the same 
field of endeavor, being computing and information processing systems utilizing display 
outputs and graphical user interfaces. At the time of the invention, it would have been 
obvious to one of ordinary skill in the art to include a graphical user interface able to 
manipulate, "drag and drop", or otherwise rearrange symbols and icon on display with 
the graphical user interface attached to a printing machine. The suggestion/motivation 
for doing so would have been to improve the ease of using computing devices through 
direct manipulation operations such as dragging and dropping, as suggested by 
Fitzpatrick et al. (column 1 , lines 16 - 27). 
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Referring to claim 14, the rationale provided in the rejection of claim 7 is 
incorporated herein. In addition, the apparatus of claim 7 perform the method of claim 
7. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Streefkerk etal. (U.S. Patent No. 6,104,470) disclose a printing system and 
control unit utilizing a visual representation of a sheet or document for selecting 
document-finishing operations. 

Iwamoto etal. (U.S. Patent No. 5,717,501) disclose a digital image forming 
apparatus using various image editing functions. 

Burrell (U.S. Patent No. 6,906,721 B1) discloses systems, methods, and 
computer program products for managing the display of information output by a 
computer program, notably a display management module of a display terminal. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Myles D. Robinson whose telephone number is (571) 

272- 5944. The examiner can normally be reached on M-F 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 



Application/Control Number: 09/988,140 Page 14 

Art Unit: 2622 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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